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DETAILED ACTION 

Receipt is acknowledged of applicant's Amendment/Remarks filed 6/9/2008. 

It is acknowledged and looked favorably upon that applicant has taken the 
substance of the interview dated 6/1 8/2008 into consideration. It is with regret that the 
examiner must make new rejections based on some of the suggestions the examiner 
made in said interview. Accordingly, the instant office action is made Non-final. 

Claims 4, 10, 275, 280, 281 and 295 have been amended. Claims 9, 1 1-232, 
234-272, 276-278, 282-292 and 297-298 have been cancelled. Claims 1-8, 10, 233, 
273-275, 279-281 and 293-296 are currently pending. 

Maintained Rejections 

No objections/rejections have been maintained from the previous Office Action 
dated 3/19/2008. All previous objections/rejections have been withdrawn. 

New Objections/Rejections 

After further consideration, the following new objections/rejections have been 

added: 

Specification 

The amendment filed 6/9/2008 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
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which is not supported by the original disclosure is as follows: the generic term cobalt- 
chromium alloys. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

The use of the trademarks ELGILOY, HAYNES 25 and STELLITE have been 
noted in this application. They should be capitalized wherever it appears and be 
accompanied by their generic terminology. Please note that "cobalt-chromium alloys" is 
not specific enough. Each trademark ELGILOY, HAYNES 25 and STELLITE are 
different metals with different compositions and this should be reflected in the 
statements of generic terminology for each individual trademark. Further, it is requested 
that applicant submit evidence of the generic terminology of each trademark because 
after a cursory search, the examiner is unable to determine whether ELGILOY, 
HAYNES 25 and STELLITE are in fact cobalt-chromium alloys. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 4, 275 and 295 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
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matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. This is a new matter rejection. 
There is no teaching of all cobalt-chromium alloys; the subject matter is not properly 
described as filed. The term "a cobalt-chromium alloy" in said claims is defined to 
include "Elgiloy®, haynes 25 and stellite" as described in the newly amended 
specification at page 25, lines 8-26. After a cursory search, the examiner is unable to 
determine whether "Elgiloy®", "haynes 25" and "Stellite" are in fact cobalt-chromium 
alloys. However, even if "Elgiloy®, haynes 25 and stellite" are all considered cobalt- 
chromium alloys, applicant did not have possession of the entire genera of cobalt- 
chromium alloys. Applicant only had possession of the presumed "cobalt-chromium 
alloys" "Elgiloy®, haynes 25 and stellite", thus it is suggested that applicant replace 
"cobalt-chromium alloys" with the particular generic terminology of each "Elgiloy®, 
haynes 25 and stellite". Further, it is requested that applicant submit evidence of the 
generic terminology of each "Elgiloy®, haynes 25 and stellite". 

Conclusion 

Claims 4, 275 and 295 have been rejected. Claims 1-8, 10, 233, 273-275, 279- 
281 and 293-296 appear to be free of the art. Pending a patentability conference and 
the corrections the examiner has suggested, the claims may be allowable. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Casey Hagopian whose telephone number is 571-272- 
6097. The examiner can normally be reached on Monday through Friday from 8:00 am 
to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
mentor, Carlos Azpuru, can be reached at 571-272-0588 or the examiner's supervisor, 
Michael Woodward, can be reached at 571-272-8373. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Casey S Hagopian/ 
Examiner, Art Unit 1615 

/Carlos A. Azpuru/ 

Primary Examiner, Art Unit 1615 



